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REMARKS 

ipplic tsth < the Examine reconsidering and withdra\ g the previo 35 
U.S-C. § ! 03(a) rejection of claims 19-20, and 41-42 over Amschier et J U.S. Patent 5,712,298. 
The Fendin g Claims 

After entry of the December 12, 2008 Response to the February 13, 2008- Final 
Office Action and the June 3, 2008 Advisory Action, claim i 9„ claims 20 and 36 that depend from 
claim 19, and claims 41-44 were pending in this application. Claims 21-35 and 37-40 were 
withdrawn. 

In the March 6, 2009 Non-Final Office Action, the Examiner withdrew claim 36 (as 
not readable on the elected subject matter) and claims 43-44 (as not readable on the elected species 
- compound 100} from further consideration. Applicants have now withdrawn these claims 
without rejudice to t ! J dei cai ee j itej < c e< ' tl , > i >s ec 

matters in applications claiming the benefit and priority of this application. 

\s described belou 1 _ ion eh < s43 19 Hit fore c urns 

19-20, 4 1 -42, and 45- 49 are now pending in this application. 
The Specification Amendments 

Vpp ca ts lave corrected inadvertent 5 > . ■ ge 9, lines 

N ^ n ^ ^ i ) tvc d the recitation of moiet) 

X as «NRo-C(0)-Y- with -Ni iV-0(O)-Y- and also replaced the recitation Y-C(0>NR6- with 
-Y~C(0)-N(R< t }~. These amendments make the recitations consistent with the other N(R<>) 
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recitations in the X moieties. None of these amendments is new matter. Applicants request their 

The Clai m Amendment 

tpplicui s have corrected s rious , sin hims 19.41. 

find 43. 

Applicants have amended claims 19. 41 , and 43 to correct the phrase "Ar is selected 
from. . . pyraxoiyl.. .peridmyl" to recite "Ar is selected from. . .pyrazolyi. . .piperidinyl". 

Applicants nave amended claims 19 and 43 to replace the recitation of moiety X as 
'VNO^K -S(0) r " with -N(R6}-S(0) 2 -. Support &r these amendments' 
application as filed. See, e.g., page 9, line 17. 

For the same reason as discussed above in connection with the Specification 
Amendments, applicants have amended claims 19, 41, and 43 to replace the recitation of moiety 
X as -NiVC(0)-Y« with ~N(R 6 )-C(0)-Y- and also to replace the recitation Y-C(0)-NR r with 
- Y-C(p)-N(K6>-. Amended claims 19 and 41 include the recitation of moiety X as -C(0)-NH- or 
-NH-CCGV. Thus, they are readable on the elected species - compound .100. 

Applicants have amended 1.9. 41, arid 43 t .o correct the recitation "k,<, ss onttonahv 
iobstit ted with up tt > ubstiiu - dependen sek cu haio hydrox) i c i 
amino" to "each R f . except hydrogen, is optionally substituted with up to 3 substituents 

ien et v. < 4 xy, nitro 3 1 j 1 1 \ the ai 1 1 

readily recognize that the above-described substitution applies to all substituents of Ey. except 
hydrogen. 
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Applicants have amended claim 41 to correct the proviso "no more than two ofR?» 
R 8 , R f0 , or R n comprises Ar" to "no more than two ofR 7 , R$ s R§, R ie , or R u comprises Ar'A In the 

1 1 s ^ |ii 'su .MioiA m \ ! v ) t i e i ! ei 

can be found in the application as filed. See, e.g., page 13, lines 1-9. 

Applicants have further amended claim 41 to add specific moieties to the 
recitations of R& K h R*, Rs, R<j, and R !fJ . Support for these amendments can be found in the 
application as filed. See, e.g., page 10, line 18 - page 11, line 24. 

Applicants have added new claims 45-49. New claim 47 depends from new claims 
45 and 46. New claim 48 depends from amended claims 19-20, 41-42, and new claims 45-46. 
Mew claim 49 depends from new claim 47. 

New claim 45 corresponds to originally-filed claim 1 9. However, it restricts R y and 
Rip to specific moieties, i.e., R 9 and R !0 token together with the carbon atoms to which they are 
bound to form a 5 or 6-membered aromatic carbocyclic ring or heterocyclic ring. New claim 46 
also correspond- , , «. \ hied claim 19, bin it restricts R 3 and R 4 to specific moieties, i.e., R 3 - 
and R 4 taken together with the carbon atoms to which they are bound to form a 5 or 6-membered 
aromatic carbocyclic ring or heterocyclic ring. Support for these new claims can be found in the 
application as filed. See, e.g.. page 10, lines 18-31. New claims 45 and 46 recite moiety X as 
~C(0)-NH- or -NH-€(0>. Thus, these new claims read on foe elected species - compound 100. 

New claim 47 depends from new claims 45 and 46 and recites add tioi ai agents mat 
the claimed compositions can further comprise. Thus, it reads on the elected species - compound 
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100. Support for this new claim can be found in the application as filed. See, e.g., page 45, lines 
8-23. 

New claim 48 depends from amended claims 19-20. 41-42, and new claims 45-46, 
and restricts moiety X to -C{G)-NH- or -NH-GG}-. Thus, it reads on the elected species - 
compound 100. Support, for this new claim can be found in the application as filed. See, e.g.. page 
9, lines 16-21. 

New claim 49 depends from new claim 47, and restricts moiety X to -C(0)-NH- or 
-NH-C(O)-. 1. has. it reads on the elected species - compound 1 < so Support for tou> new eltim can 
he found in the application, as filed. See, e.g., page 9, lines 16-21 .. 

None of these amendments or new claims: adds new matter. 

Rejections 

3S aS.C. $103 fa) - Obviousness 

Claims 19-20 and 41-42 stand rejected under 35 U.S.C § 103(a) as being allegedly 
obvious over Nisbiuo et ah, U .S. Patent 6,071,968 ("the '968 patent"). According to the Examiner, 
the '968 patent teaches (see e.g., columns 3 and 1 1-13) structurally similar compounds and 

n uacei eal eompe^ ons U ihos>c ie< i n tl pen : ng c ... n > KYiika Is u I ,anm < i 
argues that among the compounds in the "generic formulae" of the '968 patent are compounds that 
fell within the pending claims, i.e.. when X is NHCO, R s to R 5 are aiky] and OH, and R 7 to R. n are 
Is and amino. The Examiner, therefore, contends that the claimed compounds are prima facie 
tevoasoou » i ^u sJ i ,i i u foeextci tktt 1 1 i<.nared 

over the claims, as amended. 
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The '968 patent does not teach or suggest the subject matter of amended claim 19 

(Uj C L a M Si i, v. d^d ' I, i It U O t i K i x 

the compounds of that genus require a para (applicants' positions R 3 and R 9 ) amino substitution. 
See the '968 patent, column 2, lines 7-28, and column 3, lines 3-48. By contrast, amended claim 
19 dot o i R R 9 as amino noieues hus, atl e 1 i 1 ng amendec claim 19 
obvious, the '968 patent teaches away from the compounds recited in amended claim 19. One of 
skill in the art reading the '968 patent would only consider compounds having a para amino 
substitution. The skilled worker would not consider the claimed compounds. For this reason, 
amended claim 19 (and claim 20 that depends from it) is patentable over the '968 patent. 

For the same reason, the '968 patent also does not teach or suggest the subject 
matter of amended claim 41 (upon which claim 42 depends). Amended claim 4 ! recites specific 
moieties for R 3 and R<). which do not include amino groups. Yet, all of the compounds of the '968 
patent genus require such amino groups. Thus, again, nothing in the '968 patent would have 
m< rivaled one of ord ? m i c compounds i piicants met 

compositions from the genus of the '968 patent- 
Moreover, amended claim 41 is patentable over Amschier et at. U.S. Patent 
5.712.298 ("the '298 patent"), because the '298 patent does not teach or suggest the subject matter 
of amended claim 41. Although the '298 patent refers to a genus of compounds., it only provides 
compounds wherein at least one of its R } and R 3 (corresponding to R 2 , R 3> R A > R», and R K » of the 
instant application) is C M -alko.xy which is completely or partially substituted, by fluorine, and the 
other of its R< and R-> is hydrogen. CVe-aikoxy, C^cycloalkoxy, C 3 .7-cycloalkylmethoxy, 
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hem x t r Ik <ywhi< s t etel> >arth s >s ed y fluorine * re dec £ tin 
I cedes spe e esi i ! R, 1 R, \ ^ do not include i( 

et n c a fluori ed i k gi 3, Thus, none of the comp 1 s of the '298 patent 
genus includes the claimed compounds. Nothing in. the '298 patent would have motivated one of 
ordinary skill in the art to produce the compounds in applicants 1 claimed compo . tions from ti c 
genus of the '298 patent. 

The '968 patent also does not teach or in v c ■> v e ,nvc n 45 o 
new claim 46 (upon which new claim 47 depends). New claim 45 recites specific moieties for R 9 
and R !0s i.e., R*> and R U) heing taken together with the carbon atoms to which they are bound to 
form a 5 or 6-membered aromatic carbocyche ring or heterocyclic ring. New claim 46 recites 
specific moieties for R 3 and R4, i.e., R 3 and R4 being taken together with the carbon atoms to which 
they are bound to form a 5 or 6«membered aromatic carbocychc ring or heterocyclic ring. 
Therefore, the claimed compounds require a fused ring system consisting of a 5 or 6-membered 
aromatic carbocychc ring or heterocyclic ring. Although the '968 patent refers to a genus of 
compounds, none of the compounds of that genus includes the claimed compounds. Indeed, 
nothing in the '968 patent would have motivated one of ordinary skill in the art to produce the 
compounds in applicants' claimed compositions from the genus of the '968 patent. Therefore, new 
brims 45 and 4 t dej erthe'968p en 

Moreover, .new claims 45 and 46 (and new claim 4? that depends from them) are 
patentable over the '298 paten*, because the '298 patent does not teach or suggest the subject matter 
of new claims 45-47. '\.s discus&e -o\ e a*m 1 neT^ > * o9dm m a genus of compounds, 
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it only provides compounds wherein at least one of its R? and R 2 (corresponding to R 2 , R 3 , R4, R s , 
R,>, a ^ k ( of the i >.V ii application; is C ^-aikev. vdmJ: :s complete)} 03 parrialo substituted h> 
fluorine, and th« >thei of 1 !:, R s and fl 2 i ; hydrogen. C f alkoxy, C , • cycioalkoxy. 
C^-cyctoalkylmeihoxy. benzyloxy or C M -aikoxy which Is completely or partially substituted by 
fluorine, and lis R is phenyl. pyridyl phen>I which is .substituted b> hydrogen, hydroxy!. ! 1 gen 
cyano, carboxyl, trifluoromefhyi, C M -aikyi, C M -aikoxy, Cw-aikoxycarbonyl, Ci^-alkylcarhonyl, 
Ci.. r aikyicarbofiyioxy, ammo, mono-C M -alkylarninxx di-Cm-aikylamino or 
CM-alkyicarbonyia»iino, or pyridyl which is substituted by hydrogen, hydroxy), halogen, cyano, 
carboxyl, alky], C M ~aIkoxy, C M ~a!koxycarbonyh amino, or C M -a!kyl (see the '298 patent, .column 
1, lines 36-62). 

As discussed above, the compounds claimed in applicants' new claims require a 
fused ring system consisting of a 5 or 6-membered aromatic carbocyclic ring or heterocyclic ring, 
None of the compounds of the '298 patent genus includes the claimed compounds. Indeed, 
nothing in the '298 patent would have motivated one of ordinary skill in the art to produce the 
compounds in applicants' claimed compositions from the genus of the '298 patent. 

New claim 48 depends from amended claims 19-20, 4 I -42, and new claims 45-46. 
and restricts moiety X to -C(Q)~NB~ or -NH-C(O)-. As discussed above, amended claims 19-20, 
<* ~42,andne v claims 45-4 8 j 

4c 3e w< n 48 s tentabie o ese i\\ s 
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New claim 49 depends from new claim 47, and restricts moiety X to -C(())-NH~ or 
-NH-C(O)-. As discussed above, new claim 47 is patentable over the '968 patent and the '298 
pate st. therefore, its dependent claim - nev. claim 49 - is also patentable ovei these two patents. 

For these foregoing reasons, applicants respectfully request that the Examiner 
reconsider and withdraw the obviousness rejection. 
i!M± J £^ „ . h Patenting - U.S. Patent 6,653,309 

The Examiner has rejected claims 19-20 and 41-42 for obviousness-type double 
patenting over claim 19 of U.S. Patent 6,653,309 ("the '309 patent")- The Examiner acknowledges 
that the conflicting claims of the instant application are not identical to claim 1 9 of the '309 patent. 
However, the Examiner alleges that claims 1.9-20 and 41-42 are not patentable distinct from claim 
19 Of the '309 patent because the definition of X in the instant claims o verlaps with the 
corresponding definition in the '309 patent; and also the definitions of R 3 to R i} in the instant 
claims are similar to those in the '309 patent. 

Applicants traverse. However, solely to expedite prosecution of this application, 
'{ - mm bus \sith a ermmal Disclaimer in compliance with 37 C.F.R. § 1.321(c). 

Accordingly, the Examiner's rejection is obviated. 
CoaelMsion 

Applicants request that the Examiner consider the above remarks, withdraw the 
outstanding rejections, and allow the pending claims to issue 
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R^-s| ecti u si bm led 

:: > 

Attorney tor Applicants 
ROPES & GRAY LLP 
Customer No. 1 473 
121 1 Avenue of the Americas 
New York, New York 10036 
Tel. : (212) 596-9000 
Fax: (212)596-9090 
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